TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before FLEM NG JERRY SM TH, and RUGE ERO, Adnini strative
Pat ent Judges.

FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on appeal fromthe final rejection of
claims 5 through 13. dainms 1 through 4 have been all owed.
Cl ai m 14 has been cancel ed.
The invention relates to vibrators and, nore

particularly, to brackets for nmounting vibrators. Appellants
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di scl ose on page 3 of the specification, the vibrator assenbly
116 which includes a bracket 224 and a vibrator 226 as shown
in Fig. 2. Appellants further disclose on page 4 of the
specification that bracket 224 includes notor engagenent
menbers 260 and 261. On page 5 of the specification,
Appel I ants disclose that Fig. 3 shows the notor engagenent
menbers 260 and 261 illustrated on how t hey woul d engage not or
228 as the notor is dowmwardly pressed in direction A
Appel l ants disclose that the fully assenbl ed position is
illustrated in Figs. 4 and 6. W note that Appellants
di scl osure only shows enbodi nents which show first and second
menbers 260 and 261 extending fromthe plate to hold the
not or .

| ndependent claimb5 is reproduced as foll ows:

5. In conbination

a vibrator including a notor, a shaft driven by the notor
and a weight carried on the shaft; and

a bracket including
a plate,

at | east one nenber extending fromthe plate to hold the
not or,
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and a shaft support extending fromthe plate and
i ncl udi ng an opening for receiving an end of the shaft renote
fromthe notor, a dianeter of the shaft being smaller than the
opening to provide a gap between the shaft and the shaft
support, wherein the shaft is positioned in the opening to
permt rotation and
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sone flexing of the shaft without a surface of the shaft
contacting another surface and to |imt deflection of the
shaft to the gap within the opening to protect against severe
defl ection of the shaft.

The Exam ner relies on no prior art in the rejection of
the clainms under appeal.

Clainms 5 through 13 stand rejected under 35 U. S. C
8 112, second paragraph, as failing to particularly point out
and distinctly claimthe subject matter which Appellants
regard as their invention.

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the brief and answer for the

respective details thereof.

OPI NI ON

After a careful consideration, we will not sustain the
rejection of clainms 5 through 13 under 35 U. S.C. § 112, second
par agraph, for failing to particularly point out and
distinctly claimthe subject matter which Appellants regard as
their invention.

Anal ysis of 35 U S.C. 8§ 112, second paragraph, should

begin with the determ nati on of whether clains set out and
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circunscribe the particular area wth a reasonabl e degree of
precision and particularity; it is here where definiteness of
t he | anguage nust be anal yzed, not in a vacuum but always in
Iight of teachings of the disclosure as it would be
interpreted by one possessing ordinary skill in the art. In
re Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 ( CCPA
1977), citing In re More, 439 F.2d 1232, 1235, 169 USPQ 236
238 (1971). Furthernore, our review ng court points out that
a claimwhich is of such breadth that it reads on subject
matter disclosed in the prior art is rejected under 35 U. S C
8§ 102 rather than under 35 U.S.C. 8§ 112, second paragraph.
See In re Hyatt, 708 F.2d 712, 715, 218 USPQ 195, 197 (Fed.
Cr. 1983) citing In re Borkowski, 422 F.2d 904, 909, 164 USPQ
642, 645-46 (CCPA 1970). "The |legal standard for definiteness
is whether a claimreasonably appraises those of skill in the
art of its scope.”" In re Warnerdam 33 F.3d 1354, 1361, 31
UsPd 1754, 1759 (Fed. Cir. 1994).

On page 3 of the answer, the Exam ner notes that
i ndependent clains 5 and 9 each recite "at |east one nenber
extending fromthe plate.” The Exam ner argues that there is

5
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no di scl osed enbodi nent in which there may only be one nenber
extending fromthe plate to hold the notor. The Exam ner

correctly points out
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that the Appellants disclose enbodinents in which there are
two nenbers extending fromthe plate to hold the notor.

On page 3 of the brief, Appellants argue that the clains
do not set forth an anbiguity. Appellants argue that the
clains define one or nore nenbers for holding the notor and
neet the requirenent of 35 U . S.C. 8§ 112, second paragraph.

Upon our review of the recited | anguage, "at |east one
menber extending fromthe plate,” we find that the scope of
the claimis clear. The | anguage sets out and circunscribes a
particular area with a reasonabl e degree of precision and
particularity. W find that the scope of the claimlanguage
woul d only require one nmenber extending fromthe plate to hold
the notor. Therefore, we find that the clai mlanguage neets
the requirenents of 35 U S.C. § 112, second paragraph.

We have not sustained the rejection of clainms 5 through
13 under 35 U.S.C. 8§ 112, second paragraph. Accordingly, the
Exam ner's decision is reversed.

REMAND TO THE EXAM NER
We remand this application to the Exam ner for

consideration of the following matters. On page 3 of the
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answer, the Exam ner states that Appellants' disclosure does
not set forth an enbodi nent in which there can be only one
menber extending fromthe plate to hold the notor. The
Exam ner points out that in each of the enbodi nents there are
two nenbers extending fromthe plate to hold the notor. The
Exam ner needs to properly consider whether Appellants had
possession, as of the filing date of the application, of the
specific subject matter later clained by Appellants.

The Exam ner shall determ ne under the follow ng | egal
anal ysi s whet her the clains should be rejected under 35 U.S. C
8§ 112, first paragraph, for failing to neet the description
requi renent of that paragraph.

"The function of the description requirenent [of the
first paragraph of 35 U S.C. 112] is to ensure that the
i nventor had possession, as of the filing date of the
application relied on, of the specific subject matter |ater
claimed by him" 1In re Wertheim 541 F. 2d 257, 262, 191 USPQ
90, 96 (CCPA 1976). "It is not necessary that the application
describe the claimlimtations exactly, . . . but only so

clearly that persons of ordinary skill in the art wll
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recogni ze fromthe disclosure that appellants
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invented the processes including those limtations."

Wertheim 541 F.2d at 262, 191 USPQ at 96 citing In re Snythe,
480 F.2d 1376, 1382, 178 USPQ 279, 284 (CCPA 1973).
Furthernore, the Federal G rcuit points out that "[i]t is not
necessary that the clainmed subject nmatter be described
identically, but the disclosure originally filed nust convey
to those skilled in the art that applicant had i nvented the
subject matter later clained.” In re Wlder, 736 F.2d 1516,
1520, 222 USPQ 369, 372 (Fed. Cir. 1984), cert. denied, 469

U S 1209 (1985), citing In re Kaslow, 707 F.2d 1366, 1375,
217 USPQ 1089, 1096 (Fed. Cir. 1983). "To fulfill the witten
description requirenment, the patent specification 'nust
clearly allow persons of ordinary skill in the art to
recogni ze that [the inventor] invented what is clained.™
Centry Gallery Inc. v. Berkline Corp., 134 F.3d 1473, 1479, 45
USPQ 1498, 1503 (Fed. Gr. 1998) citing In re Costeli, 872
F.2d 1008, 1012, 10 USP2d 1614, 1618 (Fed. Cir. 1989). "An
applicant is entitled to clains as broad as the prior art and

his disclosure will allow" In re Rasnussen, 650 F.2d

10
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1212, 1214, 211 USPQ 323, 326 (CCPA 1981). (Enphasis added).

11
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This application, by virtue of its "special" status,
requires an imrediate action. MPEP § 708.01(d). It is
i nportant that the Board be informed pronptly of any action
affecting the appeal in this case.

REVERSED AND REMANDED

JERRY SM TH )
Adm ni strative Patent Judge)
)

)
)  BOARD OF PATENT

M CHAEL R FLEM NG ) APPEALS AND
Adm ni strative Patent Judge) | NTERFERENCES

)

)

)
JOSEPH F. RUGGE ERO )

Adm ni strative Patent Judge)
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